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1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 to 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over JP 
2001-164237, as interpreted by the English language translation (machine generated, 
attached). 

JP 2001-164237 teaches a sealing material that contains a silyl terminated poly- 
mer and a primary or secondary amine having a melting point of greater than 35°C. 
See for instance paragraph 5. 

Paragraph 9 teaches polyoxyalkylene polymers. Paragraph 15 teaches the 
primary and secondary amines. Paragraph 16 teaches silane coupling agents. Para- 
graph 18 teaches epoxy plasticizers. Paragraph 20 teaches hindered amines, which will 
be tertiary amines. Thus each of the claimed components are disclosed in the patent. 

Particular attention is directed to the working example found in paragraph 25. 
This differs from that claimed only in that 1) it contains a hindered phenolic antioxidant 
and 2) it contains a phthalate plasticizer. This example contains a silane coupling agent 
(B), a polyoxypropylene polymer having silyl groups (A) and an amine (E). This also 
contains the filler (G) found in claim 4. 

With regard to the first difference, in view of the teachings on paragraph 20, the 
skilled artisan would have found the use of a tertiary amine antioxidant (which are well 
known in the art) in place of the phenolic antioxidant to have been obvious. With regard 
to the second difference, in view of the teachings on paragraph 18, the skilled artisan 
would have found the use of an epoxy plasticizer (which are well known in the art) in 
place of the phthalate plasticizer to have been obvious. Please note that it is prima 
facie obvious to substitute equivalents, motivated by the reasonable expectation that the 
respective species will behave in a comparable manner or give comparable results in 
comparable circumstances. The express suggestion to substitute one equivalent for 
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another need not be present to render the substitution obvious. In this manner the 
instantly claimed curable composition is rendered obvious. 

For claim 2, note that separating the curable composition in this reference for 
storage purposes would have been obvious and, since amines inherently have the 
ability to function as a curing agent for epoxy resins, the skilled artisan would have 
found the separation of the amine components and the epoxy component to have been 
obvious. In addition, it would have been obvious to include a small amount of water in 
the composition in an effort to adjust the moisture curing ability of the composition and 
to ensure cuing of the interior portion of the sealant. Since the silyl polymer (A) is 
moisture curable, it would logically follow to include the water in a separate package 
from the silyl polymer (A). In this manner the two part composition of claim 2 is render- 
ed obvious. 

For claim 3, paragraph 1 1 teaches that the viscosity is low and effects physical 
properties of the final composition such as elongation and modulus. Thus one having 
ordinary skill in the art would have been motivated to adjust the viscosity of the curable 
composition in an effort to adjust and/or optimize the final properties of the cured comp- 
osition. In this manner the skilled artisan would have found the claimed range obvious. 

On the other hand, adjusting the viscosity of this curable composition would have 
been obvious to the skilled artisan in an effort to optimize the viscosity of the sealing 
material and adjust the flowability of the final product. 

3. Claims 1 and 3 to 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kimura et al. 

Kimura et al. teach a composition that contains a silyl terminated polypropylene- 
oxide (column 4, lines 50 and on) , a silane adhesion promoter (column 1 1 , line 50) or a 
silane stabilizer (column 1 1 , lines 20 to 41 ), an epoxy compound (column 5, line 60), a 
tertiary amine (column 9, line 60) and a primary amine. Among the primary amines is 
diaminodiphenyl ether, which meets the melting point requirement in claim 1 . Since 
each component is taught individually by Kimura et al., one having ordinary skill in the 
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art would have found a composition containing each of the components in claim 1 to 
have been obvious. For claim 3, see column 1 1 , lines 42 to 45. 

For instance, please see Example 7. This differs from that claimed in that it does 
not contain a tertiary amine and it does not use a primary amine meeting the claimed 
melting point temperature requirement. This does use a primary amine having a melt- 
ing point of 12°C. It would have been obvious to one having ordinary skill in the art to 
use diaminodiphenyl ether rather than triethyltetraamine in view of the disclose indicat- 
ing that either can be used equivalently, as found on the bottom of column 6. In addi- 
tion it would have been obvious to add a tertiary amine to the composition thereof in an 
effort to obtain the benefits and properties associated therewith, as noted on column 9. 
In this manner the claimed composition is rendered obvious. 

With regard to claim 3, note that adjusting the viscosity of the curable composi- 
tion of Kimura et al. would have been obvious to the skilled artisan in an effort to 
optimize the viscosity of the sealing material and adjust the flowability of the final 
product. 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 
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